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DETAILED ACTION 

Response to Arguments 

Applicant's arguments, filed June 20, 2008, have been fully considered and are 
persuasive in part. However, it is respectfully noted that Applicant argues intended 
uses and limitations that are not recited in the claims. In response to the arguments that 
the references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., cosmetic use, imparting of smoother skin feel, 
etc.) are not recited in the rejected claim(s). Although the claims are interpreted in light 
of the specification, limitations from the specification are not read into the claims. See 
In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set presently being applied to the instant 
application. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
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matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The four factual inquiries of Graham v. John Deere Co. have been fully analyzed and 

considered in the rejections that follow. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



Application/Control Number: 10/791,326 Page 4 

Art Unit: 1615 

Claims 25 and 27-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Finberg (EP0315836) in view of Halloran et al. (US Patent No. 5,173,290), Lamaze 
et al. (US Patent No. 7,256,232), and Sanders et al. (US Patent No. 6,706,405) 

Finberg teaches a particle composition composed of an interpenetrating network 
of at least two polymers that are not crosslinked to each other (see page 2 lines 5-7; 
instant claim 25). Further Finberg teaches that the composition can be formed via 
suspension, yielding small (spherical) particles, or formed into beads (see page 3 lines 
11-14; instant claim 25). The invention is taught to include polydimethylsiloxane as one 
polymer and the second polymer is not limited to any particular polymer (see page 4 
lines 17-20 and 28-29; instant claim 25). Finberg does on to teach the proportion of the 
polydimethylsiloxane to the other polymer in the system to be approximately 1 :1 (see 
table 1 ; instant claim 28). Although a particular particle dimension is not specifically 
taught by Finberg, one of ordinary skill in the art would have found it obvious to optimize 
this parameter as a matter of routine experimentation in order to address the end-use 
needs of the product. Finberg does not teach polymethylsilsesquioxane specifically as 
the second polymer. 

Halloran et al. teach that interpenetrating polymer networks provide a mechanism 
in addition to physical blending a copolymerization, to physically combine different 
polymers (see column 8 lines 30-38). They go on to teach that unique properties can 
result when these types of blends are produced (see column 8 lines 38-49). Further, in 
their invention Halloran et al. teach the presence of a silsesquioxane polymer in an 
interpenetrating network (see column 4 lines 11-25; instant claim 25). Sanders et al. 
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also teach an interpenetrating polymer network that includes both a silsesquioxane, 
where polymethylsilsesquioxane is envisioned, and a linear siloxane where 
polydimethylsiloxane is envisioned (see column 4 lines 14-18, column 5 lines 1-16 and 
lines 55-59; instant claim 25). In addition, Lamaze et al. teach a composition where 
polymethylsilsesquioxane and polydimethylsiloxane are specifically taught as a desired 
combination. Since it was known to blend these two siloxane polymers, each was 
known to be able to be included in an interpenetrating network, and the production of 
such a network was a known option for blending the two, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to select 
polymethylsilsesquioxane as the second polymer to include with polydimethylsiloxane in 
the particle taught by Finberg. 

Instant claims 27 and 29-34 are product-by-process claims that add no structural 
limitations to the claimed product. According to MPEP 21 13, "'[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process.' In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985)." Therefore the limitations of these claims are automatically 
met when the limitations of the actual product are met (e.g. instant claim 25). Therefore 
claims 25 and 27-34 are obvious over Finberg in view of Halloran et al., Lamaze et al., 
and Sanders et al. 
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Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARALYNNE HELM whose telephone number is 
(571)270-3506. The examiner can normally be reached on Monday through Thursday 
8-5 (EDT). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Caralynne Helm/ /MP WOODWARD/ 

Examiner, Art Unit 1 61 5 Supervisory Patent Examiner, Art Unit 1 61 5 



